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DETAILED ACTION 
Status 

1. Claims 1 and 9 are amended. New claims 46-48 are added. Claims 23-45 are 
cancelled. Claim 9 is withdrawn from consideration. Claims 1-8, 19, 20 and 46-48 are 
pending and presented for examination. 

Specification 

2. The amendment to the specification submitted 6/10/2009 has been entered. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-7, 19-20 and 46-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Meredith (US 5041320) in view of Valligny et al. (US 2001/001 1784). 

In regard to claim 1 . Meredith teaches elastomer coated silica sand particles that 
are substantially individual particles (column 3, lines 57-58). The coating process 
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utilized by Mereditli ensures that the silica particles are maintained separate from one 
another throughout the process. Meredith fails to teach that the thermoplastic coating 
material has a melt Index of 20-40 g/1 0 min and a Shore A hardness of 40-90. 

Valllgny teaches a coating composition that comprises a polyolefin elastomer. 
The coating is flexible and has a melt index of 20-30 g/10 min (paragraph 86), but is 
silent as to the Shore A hardness of the material. It would have been obvious to one 
skilled In the art at the time of the Invention to utilize the coating material taught by 
Valllgny In the process taught by Meredith. Such a modification would have been 
motivated by the teaching of Meredith that a polyolefin material may be selected for use 
in the coating process with a reasonable expectation of success. It would necessarily 
follow that a polyolefin elastomer coating with a melt Index of 20-30 g/10 min, as taught 
by Valllgny, would have a Shore A hardness of 40-90. This Shore A hardness value 
would provide improved wear resistance and shock absorbency to the material. 

In regard to claims 2 and 3 . Meredith teaches that the weight of the coating is 1- 
7% of the weight of the silica (column 2, lines 9-1 1 ). 

In regard to claim 4 . silica sand grains selected for use by Meredith have a 
diameter in the range of 0.1-1 mm (column 3, lines 3-7). 

In regard to claim 5 . Valllgny teaches that the melt Index of the material is 20-30 
g/10 min (paragraph 86). 

In regard to claim 6 . it would necessarily follow that a thermoplastic polyolefin 
composition with a melt Index of 20-30 g/10 min, as taught by Valllgny, would have a 
Shore A hardness of 50-80. 
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In regard to claim 7 . Meredith teaches that an additive may be included in the 
coating composition that improves the bonding of the coating to the silica, for example 
an organo-silane may be selected as a coupling agent (column 3, lines 33-36). 

In regard to claims 19 and 20 . Meredith teaches a sports surface that comprises 
a pile fabric that is partly submerged in a layer of loose coated sand grains (abstract). 

In regard to claim 46 . a preferred coating utilized by Valligny is Engage 8400, 
which is the same as the coating material utilized in the instant application. The coating 
disclosed by Valligny additionally includes a grafting agent, but the grafted polymer has 
a melt index of 20-30 g/10 min (paragraph 86). The use in Valligny of a grafted polymer 
coating based on the same polymer as the instant invention, with a melt index that 
meets the requirements of the instant claim would be expected by one of ordinary skill 
in the art at the time of the invention to have a Shore A hardness in the range required 
by the instant claim. While the coating utilized by Valligny includes a grafting agent that 
would be expected to alter the properties of the coating, most notably the melt index, 
the teaching in Valligny that the grafted polymer maintains a melt index in the range 
required by the instant claims indicates that the Shore A hardness of the material would 
also be expected to remain in the range required by the instant claim. 

In regard to claim 47 . the additional components included in the coating material 
described by Valligny, a grafting agent, carbon black a mold release agent and a flow 
aid, are common additives in the art. The addition of these components would not 
materially affect the properties of the polymer coating to an extent that would materially 
alter the basic and novel characteristics of the instant invention. The addition of the 
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grafting agent in particular is taught by Valligny to maintain a melt index of 20-30 g/10 
min (paragraph 86). As a preferred coating polymer Valligny teaches Engage 8400, the 
same material utilized in the instant application. It would necessarily follow that while 
the coating utilized by Valligny includes a grafting agent that would be expected to alter 
the properties of the coating, most notably the melt index, the teaching in Valligny that 
the grafted polymer maintains a melt index in the range required by the instant claims 
indicates that the Shore A hardness of the material would also be expected to remain in 
the range required by the instant claim. 

In regard to claim 48 . Meredith teaches that an additive may be included in the 
coating composition that improves the bonding of the coating to the silica, for example 
an organo-silane may be selected as a coupling agent (column 3, lines 33-36). 
6. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Meredith 
in view of Valligny as applied to claims 1-7 above, and further in view of Bernard et al 
(US 5723529). 

In regard to claim 8 . Meredith teaches the use of an organo-silane coupling 
agent, but fails to disclose one of the species required by the instant claim. Bernard 
teaches that a coupling agent consisting of a triethoxysilyl and amino group may be 
used to promote the bonding of silica and elastomers (column 7, lines 51-65). It would 
have been obvious to one skilled in the art at the time of the invention to utilize the 
coupling agent taught by Bernard in the process taught by Meredith. Such a 
modification would have been motivated by the teaching of Meredith that organo-silanes 
are useful as a coupling agent. 
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Response to Arguments 

7. Applicant's arguments filed 6/1 0/2009 have been fully considered but they are 
not persuasive. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed Invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. CIr. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the teaching In 
Meredith that polyolefin material may be selected for use in the coating process with a 
reasonable expectation of success (column 3, line 17-18) and that the material may be 
produced utilizing a melt coating process that relies on a powdered polymer (column 5, 
line 23-column 6, line 2) would motivate one of ordinary skill In the art at the time of the 
invention to seek out a powdered polyolefin based coating composition useful in melt 
coating processes. The composition disclosed by Valligny is just such a composition. 

The argument that the coating composition disclosed by Valligny would not meet 
the harness requirements of the instant invention is not persuasive. As pointed out by 
applicant, the material disclosed by Valligny is preferably based on the same polymer 
material utilized in the instant application. Engage 8400. Applicant asserts that because 
the material disclosed by Valligny includes a grafting agent it would not exhibit the 
properties required by the instant claims. It is agreed that a grafting agent would be 
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expected to alter the physical characteristics of the coating material, but that the grafting 
agent would not materially alter the properties in a way that destroys the basic 
characteristics of the instant invention. Applicant argues that the melt index of the 
material would be expected to be most notably altered, but Valligny teaches that the 
grafted material has a melt index of 20-30 g/10 min (paragraph 86) which meets the 
requirements of the instant claims. It would be expected that the Shore A hardness of 
the material would also meet the requirements of the instant claims because the non- 
grafted polymer is the same as the material utilized in the instant invention, and the 
altered melt index which would be expected to be the most notably affected property still 
meets the requirements of the instant claims. 

It is agreed that there is not necessarily a relationship between the melt index of 
a thermoplastic and its Shore A hardness. However, the material preferred by Valligny 
is the same as the material utilized in the instant invention and would therefore have the 
same properties. 

The argument that the "consisting essentially of language in claims 47 and 48 
excludes other components in the coating composition that would result in the material 
having a melt index and Shore A hardness outside of the required range is 
acknowledged. It should be noted that the evidence provided by Valligny and 
previously discussed does not indicate that the other components contained in the 
coating composition alter the properties of the material in a way that precludes the 
satisfaction of the claimed range. 
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8. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Conclusion 

9. Applicant's amendment, the addition of claims 46-48, necessitated the new 
ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION IS 
MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to KEVIN M. JOHNSON whose telephone number is 
(571)270-3584. The examiner can normally be reached on Monday-Friday 7:30 AM to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Kevin M Johnson/ 
Examiner, Art Unit 1793 



/J.A. LORENGO/ 

Supervisory Patent Examiner, Art 

Unit 1793 



